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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

ESTTA432045
09/23/2011

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Dominion Jewelers

Granted to Date 09/25/2011

of previous

extension

Address 107 Rowell Court
Falls Church, VA 22046
UNITED STATES

Correspondence | Angela T. Isabell

information Attorney of Record, VA Bar Member
Gavin Law Offices, PLC
2500 Gaskins Road, Suite B
Richmond, VA 23238
UNITED STATES
aisabell@gavinlawoffices.com Phone:804-658-1354

Applicant Information

Application No 85214649 Publication date 03/29/2011
Opposition Filing 09/23/2011 Opposition 09/25/2011
Date Period Ends

Applicant

J.C. Penney Corporation, Inc.
6501 Legacy Drive

Plano, TX 75024

UNITED STATES

Goods/Services Affected by Opposition

Class 035.

Opposed goods and services in the class: Retail department store services, retail mail order catalog
services, and computerized online retail department store services in the field of jewelry

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act section 2(d)

Mark Cited by Opposer as Basis for Opposition

U.S. Application 85295221 Application Date 04/14/2011

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark

WE MAKE IT BEAUTIFUL, YOU MAKE IT YOURS



http://estta.uspto.gov

Design Mark

WE MAKE Il BEAUTIFUL, YOU
MAKE [T YOUIRS

Description of NONE
Mark

Goods/Services Class 035. First use: First Use: 2007/11/01 First Use In Commerce: 2007/11/01
Retail jewelry store services

Attachments 85295221#TMSN.jpeg ( 1 page )( bytes)
Notice of Opposition Statement.pdf ( 9 pages )(2000428 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /angelatisabell/
Name Angela T. Isabell
Date 09/23/2011




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Serial Number:
Filed:
Published:
Applicant:
Mark:

Goods/Services:

NOTICE OF OPPOSITION
85/214649
January 11, 2011
March 29, 2011
J.C. Penney Corporation, Inc.
WE MAKE IT BEAUTIFUL, YOU MAKE IT YOURS

Retail department store services, retail mail order catalog
services, and computerized online retail department store
services in the fields of cosmetics, jewelry, luggage,
handbags, furniture, picture frames, lamps, dinnerware,
glassware, wearing apparel and footwear for men, women,
and children, bedding, window coverings and window
hardware, towels, table linens, rugs, exercise equipment,
pet accessories, decorative home furnishings items, small
electric appliances

International Class; 035
DOMINION JEWELERS

Opposer,
V.

J.C. Penney Corporation, Inc.

Applicant.



NOTICE OF OPPOSITION

Opposer, Dominion Jewelers (“Opposer™) states as follows for its Notice of

Opposition:

THE PARTIES

1. Opposer is a Virginia Corporation with a place of business at 107 Rowell
Court, FFalls Church, Virginia 22046, United States of America. Among other things,

Opposer provides retail jewelry store services.

2. Upon information and belief, the name and address of applicant for Serial

Number 85/214649 is J.C. Penney, Corporation, Inc., 6501 Legacy Drive, Plano, Texas

75024, United States of America (“Applicant™).

OPPOSER’S RELEVANT MARK

3. From at least as early as November, 2007 and continuously through the
present, Opposer has used the WE MAKE IT BEAUTIFUL, YOU MAKE IT YOURS
mark (“Opposer’s Mark”) in connection with retail jewelry store services, including the
marketing of such goods/services in the same manner as, or similarly to the
goods/services identified in Serial Number 85/214649 for WE MAKE IT

AFFORDABLE, YOU MAKE IT YOURS (“Applicant’s Mark™).



4. Attached as Exhibit 1 is the TESS page for Opposer’s Mark owned and used

by Opposer and that Opposer asserts in connection with its Notice of Opposition.

APPLICATION AT ISSUE

5. Applicant filed the Application for registration of Applicant’s Mark on or
about January 1, 2011 (“Application™). A copy of the Mark shown in TESS is attached
as Exhibit 2. Applicant seeks registration of the Mark in connection with the following
goods/services in International Class 035:

Retail department store services, retail mail order catalog services, and
computerized online retail department store services in the fields of
cosmetics, jewelry, luggage, handbags, furniture, picture frames, lamps,
dinnerware, glassware, wearing apparel and footwear for men, women,
and children, bedding, window coverings and window hardware,
towels, table linens, rugs, exercise equipment, pet accessories,

decorative home furnishings items, small electric appliances.

6. Opposer objects to some, but not all of Applicant’s goods/services.
The following goods/services in International Class 035 are the subject of this
Notice of Opposition (“Relevant goods/services™):
Retail department store services, retail mail order catalog services, and
computerized online retail department store services in the field of

jewelry.



7. Upon information and belief, at the time they filed the Application,
Applicant was aware of Opposer’s Mark and of Opposer’s prior use of
Opposer’s Mark in connection with the goods/services identified in Opposer’s

Application, or at the very least in connection with similar goods/services.

LIKELIHOOD OF CONFUSION

8. Opposer’s use of Opposer’s Mark in connection with the
goods/services identified in Exhibit 1 long pre-date the filing of Application or

of any use by Applicant of the Mark.

9. Applicant’s Mark so resembles Opposer’s Mark as to be likely to
cause confusion or mistake or to deceive persons by creating the erroneous
impression that Applicant’s Relevant goods/services originate with or come
from Opposer, or from the same source as Opposer’s goods or services, or that
Applicant’s goods or services are authorized or endorsed by or are sponsored by
or connected in some way with Opposer or Opposer’s goods/services. In other
words, due to the similarities of the marks and the Relevant goods/services
involved and other factors, confusion is likely between Opposer’s and
Applicant’s marks pursuant to Section 2(d) of the Lanham Act, 15 U.S.C. §

1052 (d).

10. The application should be rejected as to the Relevant goods/services



on the gounds that the mark is confusingly similar to the trademark in which

Opposer has superior rights.

11. Opposer will be damaged if application Serial Number 85/214649
should be granted as to the Relevant goods/services because, among other
things, Applicant will obtain statutory rights in violation and derogation of the

established prior ownership rights of Opposer.

WHEREFORE, Opposer prays that its Opposition be sustained and that
application Serial Number 85/214649 be rejected as to the Relevant

goods/services.

Date: September 23, 2011

Concurrent with this filing, Opposer submits the applicable fee of

$300.00 via American Express.

Re ectfully Su‘. mitted @
ega d B4

Isabell/

Angela T. Isabell, Esq.
Attorney for Opposer
Gavin Law Offices, PLC
2500 Gaskins Road, Suite B
Richmond, VA 23238















